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Descriptiveness Refusal under Section 2(e)(1) 

 The examiner with the U.S. Patent and Trademark Office (“USPTO”) initially 

refused Applicant’s application on the belief that Applicant’s mark is descriptive of a 

feature of Applicant’s services.  Applicant respectfully submits that its mark BAGS FLY 

FREE is at most suggestive and not descriptive of the services offered under the mark.  

Whether a given mark is suggestive or merely descriptive depends on whether the mark 

“immediately conveys … knowledge of the ingredients, qualities, or characteristics of the 

goods … with which it is used,” or whether “imagination, thought, or perception is 

required to reach a conclusion on the nature of the goods.”  In re Joseph Gyulay, 820 

F.2d 1216 (Fed. Cir. 1987) (quoting In re Quik-Print Copy Shops, Inc., 616 F.2d 523 

(CCPA 1980)).   

 In determining whether a mark is suggestive or descriptive, there are a number of 

tests which may be applied.  One such test is the “imagination” test, which notes that:  

“[a] term is suggestive if it requires imagination, thought and perception to reach a 

conclusion as to the nature of the goods.  A term is descriptive if it forthwith conveys an 

immediate idea of the ingredients, qualities or characteristics of the goods.”  Stix Prods., 

Inc. v. United Merchants & Mfrs., Inc., 295 F. Supp. 479 (S.D.N.Y. 1968).   

 Here, Applicant’s mark covers “transportation services, namely transporting 

passengers by air.”   Applicant respectfully disagrees with the examiner’s belief that the 

mark BAGS FLY FREE that describes a feature that passengers’ luggage can be 

transported by air for no additional fees.”  A “mental leap,” however, is required to 

understand the relationship between the mark BAGS FLY FREE and Applicant’s 

services.  It is not an “instantaneous” connection, but in fact, requires thought and 
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imagination to understand the relationship between the two.  See, e.g. Investacorp, Inc. v. 

Arabian Investment Banking Corp., 931 F.2d 1519 (11th Cir. 1991), cert. denied, 502 

U.S. 1005 (1991).  The phrase “bags fly” creates a mental image of flying suitcases.  

There is, however, no instantaneous association of one specific service to Applicant’s 

mark because of the literal meaning of “bags fly,” which is nonsensical.  For this reason, 

thought and imagination is required to understand the relationship between the 

Applicant’s mark and its services.  See, e.g. Investacorp, Inc., 931 F.2d 1519. 

Common words, which are generic or descriptive, may be used together as a valid 

registered trademark.  See Ass’n of Co-operative Members, Inc. v. Farmland Indus., Inc., 

684 F.2d 1134, 1140, 216 U.S.P.Q. 361 (5th Cir. 1982), cert. denied, 460 U.S. 1038 

(1983); see also In re Colonial Stores, Inc., 394 F.2d 549, 551-52, 157 U.S.P.Q. 382 

(C.C.P.A. 1968) (noting that terms “Sugar” and “Spice” individually were descriptive but 

that the combined use of these terms as SUGAR & SPICE resulted in a composite mark 

that was not merely descriptive).  Furthermore, in the determination of the validity of a 

mark, the mark is subject to the “anti-dissection” rule and “should be considered in its 

entirety.”  See Estate of P.D. Beckwith, Inc. v. Comm’r of Patents, 252 U.S. 538, 545-46 

(1920); see also See 2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair 

Competition § 11:27 (2011).  For example, in Citibank, N.A. v. Citibanc Group, Inc., the 

Eleventh Circuit held that the mark CITIBANC was not descriptive but was suggestive of 

a “modern or urban bank.”  724 F.2d 1540, 1545, 222 U.S.P.Q. 292 (11th Cir. 1984).  

Individually, the terms “city” or “citi” and “bank” are quite descriptive.  Yet when 

combined as a single mark, the court construed the combined terms to be suggestive—

requiring some degree of imagination to discern the nature of the goods or services 
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associated with the mark. As applied here, the words “BAGS,” “FLY,” and “FREE” may 

independently have a descriptive meaning, but when used together are suggestive of 

Applicant’s services.     

Although a mark may impart some information about the physical nature of the 

goods or services associated with the mark, this alone will not prohibit it from becoming 

a registered mark.  See In re D.C. Comics, Inc., 215 U.S.P.Q. 394, 396 (C.C.P.A. 1982).  

Furthermore, the determination of whether a mark is merely descriptive when a term 

suggests a function or attribute is a determination that must be made on a case-by-case 

basis.  See In re Ampco Foods, Inc., 227 U.S.P.Q. 331 (T.T.A.B. 1985).  Without more 

information other than provided in its mark, it is unclear what kinds of services are 

provided under Applicant’s mark, especially given the fact that the term “bags fly” within 

the mark could suggest various meanings.   

 A second test that is often used in determining whether a mark is descriptive or 

suggestive is the “competitor’s need” test.  The analysis under this test is whether “the 

suggestion made by the mark [is] so remote and subtle that it is really not likely to be 

needed by competitive sellers to describe their goods.”  See 2 McCarthy § 11:68; see also 

Union Carbide Corp. v. Ever-Ready, Inc., 531 F.2d 366 (7th Cir. 1976), cert. denied, 429 

U.S. 830 (1976).  “As the amount of imagination needed increases, the need of [others to 

use] the mark to describe the product decreases.”  2 McCarthy § 11:68. 

 As applied here, competitors do not need to use the term “BAGS FLY FREE” to 

describe their air transportation services.  Miss World (UK), Ltd. v. Mrs. America 

Pageants, Inc., 856 F.2d 1445 (9th Cir. 1988).  Even if a competitor provides air 

transportation services, there are infinite ways to describe such services without using the 
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term “BAGS FLY FREE”—for example, “no luggage fee,” “fee free luggage,” or “free 

bag transport.” 

Applicant’s mark has acquired distinctiveness 

 Alternatively, Applicant claims that its BAGS FLY FREE mark has acquired 

distinctiveness or secondary meaning under § 2(f) of the Trademark Act.  Such claim by 

Applicant “does not constitute a concession that the matter sought to be registered is not 

inherently distinctive.”  See TMEP § 1212.02(b) (2011); see also In re E S Robbins 

Corp., 30 U.S.P.Q.2d 1540 (T.T.A.B. 1992).   “To establish secondary meaning, it must 

be shown that the primary significance of the term in the minds of the consuming public 

is not the product but the producer.”  Ralston Purina Co. v. Thomas J. Lipton, Inc., 341 F. 

Supp. 129, 173 U.S.P.Q. 820 (S.D.N.Y. 1972).  With secondary meaning exists a “mental 

association in buyers’ minds between the alleged mark and a single source of the 

product.”  2 McCarthy § 15.5; see also Nat’l Shoe Stores Co. v. Nat’l Shoes of New York, 

Inc., 131 A.2d 909, 913, 113 U.S.P.Q. 380 (Md. 1957).   

Furthermore, the kinds of evidence submitted to prove acquired distinctiveness 

depends on both the nature of the mark as well as the unique facts in the case.  “No single 

evidentiary factor is determinative.”  TMEP § 1212.06.  Circumstantial evidence such as 

the length of use, amount of advertising, and establishment of the mark in the 

marketplace may be considered in determining acquired distinctiveness.  2 McCarthy, § 

15.30. 

Section 2(f) of the Trademark Act, provides that proof of exclusive and 

continuous use of a mark by an applicant in commerce for five years may be accepted as 

prima facie evidence that the mark has acquired distinctiveness as used with an 
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applicant’s goods/services in commerce. See 15 U.S.C. §1052(f); see also 37 C.F.R. 

§2.41(b).  Applicant has used its BAGS FLY FREE mark exclusively and continuously 

since at least as early as 2009, which may be sufficient for establishing acquired 

distinctiveness.  See Barton v. Rex-Oil Co., 2 F.2d 402 (3d Cir. 1924), appeal after 

remand, 29 F.2d 474 (3d Cir. 1928) (holding that secondary meaning was achieved 

within two or three years of use and that the determination of secondary meaning “was 

controlled by the fact that such a meaning has been acquired in the mind of the public 

rather than by the time it has taken for that fact to become established”).    

An applicant may also submit actual evidence regardless of the length of use of 

the mark.  See TMEP § 1212.  Such evidence may consist of circumstantial evidence, 

such as the “amount and manner of advertising,” “[e]xclusivity, length and manner of 

use,” and an “[e]stablished place in the marketplace.”  2 McCarthy § 15.30.  Since 

commencing use of its mark, Applicant has invested over $204 million in advertising in 

2009, $202 million in 2010, and $237 million in 2011, which includes advertising for the 

BAGS FLY FREE services.  See Exhibit A, which is page 81 from the 2011 Annual 

Report; also available at http://southwest.investorroom.com/.  The radio and television 

advertisements associated with Applicant’s BAGS FLY FREE mark have been broad cast 

thousands of times in large markets nationwide, including Dallas, Chicago, Los Angeles, 

San Antonio, Boston, and Denver, through various media outlets including network 

television and cable channels such as ESPN, BET and NFL Network.  See Exhibit B.   

Finally, the exclusive and continuous use of a mark is a factor considered in the 

acquired distinctiveness determination.   “Whether or not [Applicant’s] use of the 

claimed trademark has been exclusive is also material on the issue of secondary 
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meaning.”  1 Jerome Gilson & Anne Gilson LaLonde, Trademark Protection and 

Practice § 2.09[6][e] (2009).  Because Applicant is the exclusive and continuous user of 

BAGS FLY FREE for air transportation services and because of the extensive marketing 

efforts of Applicant to promote its mark and the services provided thereunder, the public 

is likely to associate the BAGS FLY FREE mark with Applicant.  Numerous Internet 

searches on Google and Yahoo of the phrase “BAGS FLY FREE,” conducted on July 22, 

2012, show that all hits in at least the first two search pages reference Applicant’s mark.  

See Exhibit C.    

  In addition to these search results, a Lexis Nexis search also revealed numerous 

third-party articles that reference Applicant’s mark. These citations of BAGS FLY FREE 

in association with Applicant suggest that BAGS FLY FREE is mark that is identified 

with a single source—the Applicant.  Attached as Exhibit D are excerpts from these 

articles and Internet materials.  Such pervasive association of this mark with Applicant is 

strong support in establishing that the mark as acquired distinctiveness. 

Conclusion 

Applicant respectfully submits that given the above remarks and evidence 

provided its mark is suggestive and not descriptive of the services recited under the mark, 

or alternatively, has acquired distinctiveness as shown by the arguments and evidence 

provided herewith.  Accordingly, Applicant requests that the examiner approve its 

application and allow it to move forward to publication. 
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EXHIBIT A 



Table of Contents 

Revenue recognition 

Tickets sold are initially deferred as Air traffic liability. Passenger revenue is recognized when transportation is provided. Air traffic 
liability primarily represents tickets sold for future travel dates and estimated refunds and exchanges of tickets sold for past travel dates. The 
majority of the Company’s tickets sold are nonrefundable. Tickets that are sold but not flown on the travel date (whether refundable or 
nonrefundable) can be reused for another flight, up to a year from the date of sale, or refunded (if the ticket is refundable). A small percentage of 
tickets (or partial tickets) expire unused. The Company estimates the amount of tickets that expire unused and recognizes such amounts in 
Passenger revenue once the scheduled flight date has passed. Amounts collected from passengers for ancillary services such as baggage and 
other fees are generally recognized as Other revenue when the service is provided, which is typically the flight date.  

The Company is also required to collect certain taxes and fees from Customers on behalf of government agencies and remit these back to 
the applicable governmental entity on a periodic basis. These taxes and fees include U.S. federal transportation taxes, federal security charges, 
and airport passenger facility charges.  

These items are collected from Customers at the time they purchase their tickets, but are not included in Passenger revenue. The Company 
records a liability upon collection from the Customer and relieves the liability when payments are remitted to the applicable governmental 
agency.  

Frequent flyer programs 

The Company records a liability for the estimated incremental cost of providing free travel under its (and AirTran’s) frequent flyer 
program for all amounts earned from flight activity that are expected to be redeemed for future travel. The estimated incremental cost includes 
direct passenger costs such as fuel, food, and other operational costs, but does not include any contribution to overhead or profit.  

Southwest and AirTran also sell frequent flyer points and/or credits and related services to companies participating in their respective 
frequent flyer programs. Funds received from the sale of these points and/or credits are accounted for using the residual method. Under this 
method, the Company has determined the portion of funds received that relate to free travel, currently estimated at 92 percent of the amount 
received under Southwest’s Rapid Reward program and 100 percent of amounts received under AirTran’s A+ Reward program as of 
December 31, 2011. These amounts are deferred and recognized as Passenger revenue when the ultimate free travel awards are flown or the 
amounts expire unused. The remainder of the amount received per points sold (the residual), which is assumed not to be associated with future 
travel, includes items such as access to the Company’s frequent flyer program population for marketing/solicitation purposes on a monthly or 
quarterly basis, use of the Company’s logo on co-branded credit cards, and other trademarks, designs, images, etc. of the Company for use in 
marketing materials. This residual portion is recognized in Other revenue in the period earned, which the Company has determined is the period 
in which it has fulfilled its obligation under the contract signed with the particular business partner, which is on a monthly or quarterly basis, 
upon sale, as the related marketing services are performed or provided.  

Advertising 

Advertising costs are charged to expense as incurred. Advertising and promotions expense for the years ended December 31, 2011, 2010, 
and 2009 was $237 million, $202 million, and $204 million, respectively, and was recorded as a component of Other operating expense in the 
accompanying Consolidated Statement of Income.  
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