
To: Six Continents Hotels, Inc. (trademark@cll.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77713527 - 25837-221 DK

Sent: 5/6/2009 3:28:10 PM

Sent As: ECOM114@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5

UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO:           77/713527
 
    MARK:      
 

 
        

*77713527*
    CORRESPONDENT ADDRESS:
          DEBORAH K. SQUIERS          
          COWAN,LIEBOWITZ & LATMAN, P.C.
        
          1133 AVENUE OF THE AMERICAS
          NEW YORK, NY 10036-6710    
           

 
RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT:           Six Continents Hotels, Inc.
      
 

 
 

    CORRESPONDENT’S
REFERENCE/DOCKET NO:  
          25837-221 DK        
    CORRESPONDENT E-MAIL ADDRESS: 
           trademark@cll.com

 

 
 

OFFICE ACTION
 
TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.
 
ISSUE/MAILING DATE: 5/6/2009
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The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62,
2.65(a); TMEP §§711, 718.03.
 
The Office records have been searched and there are no similar registered or pending marks that would
bar registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d). TMEP §704.02.
 
NONDISTINCTIVENESS TRADE DRESS REFUSAL
 
Registration is refused because the applied-for mark consists of a nondistinctive three-dimensional
configuration, also known as “trade dress,” that would not be perceived as a service mark but only as
decoration or ornamentation.  Trademark Act Sections 1, 2, 3 and 45, 15 U.S.C. §§1051-1053, 1127;
see Two Pesos, Inc. v. Taco Cabana, 505 U.S. 763, 23 USPQ2d 1081 (1992); In re File, 48 USPQ2d
1363 (TTAB 1998); In re Hudson News Co., 39 USPQ2d 1915 (TTAB 1996); TMEP §1202.02(b)(ii).
 
Trade dress used in connection with services generally refers to the visual appearance or image of the
place in which a service is provided, such as a store or restaurant interior decor or external facade.  See,
e.g., Fuddruckers, Inc. v. Doc’s B.R. Others Inc., 826 F.2d 837, 841, 4 USPQ2d 1026, 1029 (9th Cir.
1987) (“a restaurant’s decor . . . may acquire the source-distinguishing aspects of protectable trade
dress”).
 
In this case, the applied-for mark is not inherently distinctive because it is customary in the hotel
industry to have lighting features near its entrances for illumination and security purposes.  Here, the
color green is merely used as lighting features for those purposes.  Consumers would not believe such
green lighting as designating a source, but rather one of ornamental illumination.  The trademark
examining attorney refers to the excerpted materials from the Google.com search engine in which hotel
and entrances appeared in reference to lighting in 3 stories.  See attachments.
 
In response to this refusal, applicant may submit evidence that the applied-for mark has acquired
distinctiveness under Trademark Act Section 2(f) by submitting examples of advertising and
promotional materials that specifically promote the applied-for mark as a service mark in the United
States, dollar figures for advertising devoted to such promotion, dealer and consumer statements of
recognition of the applied-for mark as a service mark, and any other evidence that establishes
recognition of the matter as a mark for the services.  See 37 C.F.R. §2.41(a), TMEP §§1212.06 et seq. 
The evidence must relate to the promotion and recognition of the specific configuration embodied in the
applied-for mark and not to the services in general.  Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529
U.S. 205, 211, 54 USPQ2d 1065, 1068 (2000).
 
In determining whether the applied-for mark has acquired distinctiveness, the following factors are
generally considered:  (1) length and exclusivity of use of the mark in the United States by applicant;
(2) the type, expense and amount of advertising of the mark in the United States; and (3) applicant’s
efforts in the United States to associate the mark with the source of the services, such as in unsolicited
media coverage and consumer studies.  See In re Steelbuilding.com, 415 F.3d 1293, 1300, 75 USPQ2d
1420, 1424 (Fed. Cir. 2005).  A showing of acquired distinctiveness need not consider all of these
factors, and no single factor is determinative.  Id.; 37 C.F.R. §2.41; see TMEP §§1212 et seq.
 
In establishing acquired distinctiveness, applicant may not rely on use other than use in commerce that



may be regulated by the United States Congress.  Use solely in a foreign country or between two
foreign countries is not evidence of acquired distinctiveness in the United States.  In re Rogers, 53
USPQ2d 1741, 1746 (TTAB 1999); TMEP §§1010, 1212.08.
 
As an alternative to submitting evidence of acquired distinctiveness, applicant may amend the
application to the Supplemental Register.  Trademark Act Section 23, 15 U.S.C. §1091; see 37 C.F.R.
§§2.47, 2.75(a); TMEP §§816, 1202.02(b)(ii).
 
COLOR DESCRIPTION OF THE MARK
 
The applicant must submit an amended description of the mark giving a concise location of the color
mark.  37 C.F.R. § 2.52(b)(1); TMEP § 807.07(a).
 
The applicant must also include a written description of the mark indicating that the matter shown by
the dotted lines is not a part of the mark and that it serves only to show the position of the mark.  37
C.F.R. § 2.52(b)(4); TMEP § 807.08.
 
 
Applicant must submit the following:
 

The mark consists of green lighting formed by four light fixtures placed in a symmetrical
fashion near the entryway of the building. One set of two blue lights are evenly placed on
columns to the right and left of the entry way and direct the green lighting downward thereby
casting a green shadow down the length of the column; while the other set of two green lights
are evenly placed on the building wall above the entry way and direct the green lighting
upwards, casting a green shadow up the length of the wall and roof overhang.  The matter
shown by the dotted lines is not a part of the mark and serves only to show the position of the
mark
 

Generic color names must be used to describe the colors in the mark, e.g., magenta, yellow, turquoise. 
TMEP §807.07(a)(i)-(a)(ii).
 
 
 
 

/william T. Verhosek/
USPTO
LO 114
571-272-9464
 

 
RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the
form at http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action via e-mail.  For technical assistance with the form, please e-mail
TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned examining
attorney.  Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed
responses.

http://www.uspto.gov/teas/eTEASpageD.htm
mailto:TEAS@uspto.gov


 
If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.
 
STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online
system at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of
the complete TARR screen.  If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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To: Six Continents Hotels, Inc. (trademark@cll.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77713527 - 25837-221 DK

Sent: 5/6/2009 3:28:15 PM

Sent As: ECOM114@USPTO.GOV

Attachments:

                                                                
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 5/6/2009 FOR
APPLICATION SERIAL NO. 77713527

 
Please follow the instructions below to continue the prosecution of your application:
  
VIEW OFFICE ACTION: Click on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77713527&doc_type=OOA&
(or copy and paste this URL into the address field of your browser), or visit
http://tmportal.uspto.gov/external/portal/tow and enter the application serial number to access
the Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this notification.
 
RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if
a response is required; (2) how to respond; and (3) the applicable response time period. Your response
deadline will be calculated from 5/6/2009.
 
Do NOT hit “Reply”to this e-mail notification, or otherwise attempt to e-mail your response, as
the USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you
respond online using the Trademark Electronic Application System response form at
http://www.uspto.gov/teas/eTEASpageD.htm.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

1. The USPTO will NOT send a separate e-mail with the Office action attached.
 
2. Failure to file any required response by the applicable deadline will result in
the ABANDONMENT of your application.

mailto:trademark@cll.com
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