To: Six Continents Hotels, Inc. (trademark@cll.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77713527 - 25837-221 DK
Sent: 5/6/2009 3:28:10 PM
Sent As: ECOM114@USPTO.GOV
Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5

UNITED STATESPATENT AND TRADEMARK OFFICE

SERIAL NO: 771713527
MARK:
* *
(7713527
CORRESPONDENT ADDRESS:
DEBORAH K. SQUIERS RESPOND TO THISACTION:
COWAN,LIEBOWITZ & LATMAN, P.C. http://www.uspto.gov/teas’eT EASpageD.htm
1133 AVENUE OF THE AMERICAS GENERAL TRADEMARK INFORMATION:
NEW YORK, NY 10036-6710 http://www.uspto.gov/main/tr ademar ks.htm
APPLICANT: Six Continents Hotels, Inc.

CORRESPONDENT’S
REFERENCE/DOCKET NO:
25837-221 DK
CORRESPONDENT E-MAIL ADDRESS:
trademark@cll.com

OFFICE ACTION

TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.

ISSUE/MAILING DATE: 5/6/2009
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The referenced application has been reviewed by the assigned trademark examining attorney. Applicant
must respond timely and compl etely to the issue(s) below. 15 U.S.C. 81062(b); 37 C.F.R. 882.62,
2.65(a); TMEP 88711, 718.03.

The Office records have been searched and there are no similar registered or pending marks that would
bar registration under Trademark Act Section 2(d), 15 U.S.C. 81052(d). TMEP §704.02.

NONDISTINCTIVENESS TRADE DRESS REFUSAL

Registration is refused because the applied-for mark consists of a nondistinctive three-dimensional
configuration, also known as “trade dress,” that would not be perceived as a service mark but only as
decoration or ornamentation. Trademark Act Sections 1, 2, 3 and 45, 15 U.S.C. 881051-1053, 1127;
see Two Pesos, Inc. v. Taco Cabana, 505 U.S. 763, 23 USPQ2d 1081 (1992); In re File, 48 USPQ2d
1363 (TTAB 1998); In re Hudson News Co., 39 USPQ2d 1915 (TTAB 1996); TMEP 81202.02(b)(ii).

Trade dress used in connection with services generally refers to the visual appearance or image of the
place in which aserviceis provided, such as a store or restaurant interior decor or external facade. See,
e.g., Fuddruckers, Inc. v. Doc’s B.R. Othersinc., 826 F.2d 837, 841, 4 USPQ2d 1026, 1029 (9th Cir.
1987) (“arestaurant’ s decor . . . may acquire the source-distinguishing aspects of protectable trade
dress’).

In this case, the applied-for mark is not inherently distinctive because it is customary in the hotel
industry to have lighting features near its entrances for illumination and security purposes. Here, the
color green ismerely used as lighting features for those purposes. Consumers would not believe such
green lighting as designating a source, but rather one of ornamental illumination. The trademark
examining attorney refers to the excerpted materials from the Google.com search engine in which hotel
and entrances appeared in reference to lighting in 3 stories. See attachments.

In response to this refusal, applicant may submit evidence that the applied-for mark has acquired
distinctiveness under Trademark Act Section 2(f) by submitting examples of advertising and
promotional materials that specifically promote the applied-for mark as a service mark in the United
States, dollar figures for advertising devoted to such promotion, dealer and consumer statements of
recognition of the applied-for mark as a service mark, and any other evidence that establishes
recognition of the matter as a mark for the services. See 37 C.F.R. §2.41(a), TMEP §881212.06 et seq.
The evidence must relate to the promotion and recognition of the specific configuration embodied in the
applied-for mark and not to the servicesin general. Wal-Mart Sores, Inc. v. Samara Bros,, Inc., 529
U.S. 205, 211, 54 USPQ2d 1065, 1068 (2000).

In determining whether the applied-for mark has acquired distinctiveness, the following factors are
generaly considered: (1) length and exclusivity of use of the mark in the United States by applicant;
(2) the type, expense and amount of advertising of the mark in the United States; and (3) applicant’s
effortsin the United States to associate the mark with the source of the services, such asin unsolicited
media coverage and consumer studies. See In re Steelbuilding.com, 415 F.3d 1293, 1300, 75 USPQ2d
1420, 1424 (Fed. Cir. 2005). A showing of acquired distinctiveness need not consider all of these
factors, and no single factor is determinative. 1d.; 37 C.F.R. §2.41; see TMEP §81212 et seq.

In establishing acquired distinctiveness, applicant may not rely on use other than use in commerce that



may be regulated by the United States Congress. Use solely in aforeign country or between two
foreign countriesis not evidence of acquired distinctivenessin the United States. Inre Rogers, 53
USPQ2d 1741, 1746 (TTAB 1999); TMEP 881010, 1212.08.

As an alternative to submitting evidence of acquired distinctiveness, applicant may amend the
application to the Supplemental Register. Trademark Act Section 23, 15 U.S.C. §1091; see 37 C.F.R.
882.47, 2.75(a); TMEP 88816, 1202.02(b)(ii).

COLOR DESCRIPTION OF THE MARK

The applicant must submit an amended description of the mark giving a concise location of the color
mark. 37 C.F.R. § 2.52(b)(1); TMEP § 807.07(a).

The applicant must also include a written description of the mark indicating that the matter shown by
the dotted linesis not a part of the mark and that it serves only to show the position of the mark. 37
C.F.R. 8 2.52(b)(4); TMEP & 807.08.

Applicant must submit the following:

The mark consists of green lighting formed by four light fixtures placed in a symmetrical
fashion near the entryway of the building. One set of two blue lights are evenly placed on
columnsto the right and left of the entry way and direct the green lighting downward thereby
casting a green shadow down the length of the column; while the other set of two green lights
are evenly placed on the building wall above the entry way and direct the green lighting
upwards, casting a green shadow up the length of the wall and roof overhang. The matter
shown by the dotted linesis not a part of the mark and serves only to show the position of the
mark

Generic color names must be used to describe the colorsin the mark, e.g., magenta, yellow, turquoise.
TMEP 8807.07(a)(i)-(a)(ii).

Iwilliam T. Verhosek/
USPTO

LO 114
571-272-9464

RESPOND TO THISACTION: Applicant should file aresponse to this Office action online using the
form at http://www.uspto.gov/teas/eT EA SpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action viae-mail. For technical assistance with the form, please e-mail
TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned examining
attorney. Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed

I eSponses.



http://www.uspto.gov/teas/eTEASpageD.htm
mailto:TEAS@uspto.gov

If responding by paper mail, please include the following information: the application seria number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response. Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.

STATUS CHECK: Check the status of the application at |east once every six months from theinitial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online
system at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of
the complete TARR screen. |f the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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Muszurn of Modem &, no ather Back Bay Bastor hotel brings vou the oty
lee The Colonnade; 126 Huntington Avenus, Boston, MA 62116

Phone: 617-424-7000 Toll Free: 1-800-962-3030

® Loczted \nothe heasrt of downtown Boston = fashionatble Back Bay
Copley Square neighborhood

® Across the street from the Hynes Convantion Canterthe Prudantial
Canter, the Prudential Canter T stap, snd one block frars Coplay
Square shapping mall

® Steps away from ovar 650 national and intemavonal brand stores
including Ralph Lauren: Ssks Fith Avanue, Zegna, and Meyman
Martus ty name a faw

® Two blocks from the newest and |srgest Apple store on Boylston,

® ‘Wwalking distanceto Fenway Park, Mewbury Stresr boutiques; the
Baston Symphony.and the Museum of Fine Ars

& |zss than 13 minutes from Bostan Lagan internationzl Alrport [+ FEEDBAEK |

& Within 10 minutes away from all Amtrak loeations incuding Back Bay
Warth and Sauth Stations

Explore the Excepbionsl Feastures B freenitjes of thyz Boston Lsury Hotel

PARKING & PUBLYIY TRANSPORTATION

Ifvou sre utilizing public tranzportation, the Prudential stop iz disectly outside aur hatsl,

In-Site. Paranag is available an an hourly or 24 hour basis.

Due to o= limmited number of spaeas, parking within the hetel = svailzble ons frst-comedfiest-serve basie: TH vou are
faang the Front of the hatel, the gsrage entrance 12 onthe left side of the hoteljust paszt Brazsans Jo

DIRECTIONS TO OUR BACK BAY BOSTOMN HOTEL

From The Airport:

Follow signs from the airport for BostonfSurmner Tunnel. . At the and of the Surmnar Tunnel, move intd this left land and mietas
onko I<93M, Follow I-22HM to Exit- 26 - Cambridgey Starrow Drive, Follow Storrow Dijve to the Copley SausrerBack Bsy Exit [The
Znd |eft hsnd exit) At the fraffic light: turr right onto Beascon Strest. Fellow Beacon Street 4 blocks snd turn left onto Exetar
Strest. Follow Exetsr Street until [k ends and turn vight onto Huntington Averue, Follow Huntington Avenus through the 1st
zet of lights: Make 3 U-turm st the 2nd st of lights (The Kotz will be o your |=ft hand side at thHis s2t of lights), Snes vou
riaks the [J-tukn, the hote] entrance will be immedistaly on dour tiaht land side. The Garage entranca |5 located just beyond

Braszzsare o,

From The West:

From ew vork snd Conmeoiclds fRoute 1-30E)

Follow the Massachusetts Tumpika/Route I-90E to Exit 22 - Copley SguarefPrudantial.  Stay mthe left jane and fallow signs

for "Prudantis|  This st will place you drecdy ante Huntingtan Avenue, Procesed through the stop sign and fargs into the
tar left lane. Mske s Usturn at the 15t setof lights (The hotel will Be on your left hand side st this sat of lights) Cace you
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rake the U-turm, the hotel| entrance will be rmameadistely on your nght hand :'Id__E. The garage sntrance |s lecated just beyond

Brazsene lo.
From Waorcester and Fitchborg (Route 2E):

Fallay Bouke ZE to Exit 528 - Routs 955/ auks 1289, Fallaw Route 955/Rolute 1385 far 7 miles to Exit 25 - Mess=chusatte

TupnpikefRants [-90E; Follaw thz came divections 22 above frorn Rouote 1-30E
From The Morth: (Maine, New Hampshire, Yermont and the Novth Shoee)

Heading southbound on Route 955, take Exit 37 - 1-335  Follow I-325 to Exit 26 — Storrow Drive  Stayiin the |eft lane and
follow sidns for *Storrow Dirlye.” Follow Storrow Drive to the Copley Sguars/Back Bay Exit (The Zad:left hand exit) At the traffic
fghtiturn vight onts Bescon Strests Follow Beacon Strest 4oblocks sndtukn lefontd Exeter Strest, Follow Exetst Strest until it
=nds and turn ight onte | lantiogten Avenue:. FCollow |antington Avernue through the 1:f set of lightsi Maks= 2 W bam st the
2nd set of lights | The notal will e on vour left hand side at thiz st of llghts). Ones you make the U-turm; the hotsl antrance

Wi be mamediately on yourrnghthand side. The garsage entrance |5 |ocated just beyend Braszans Jo.

From The Scuth: (Cape Cod and the South Shore)

Heading riarthbound-on Reuts 1-930, tike EXit 18 - Massachusatts Auenus, Proceed through the 1etsat of lights. A the 2nd
s=t of llghts; bdrm left cvar the Highway =nd fullow signs for Massachusatts fvenue; Turn right snte Massachusetis Avenus
and coptinue throwgh & s=tz of lights to Hurtington &vsnys. Turn faht erte: Huntingtor vsnue =nd continge throaugh 2 sets
of lights, The kotel will be imraedistely on weur right hand zide. The garsge entrenes |5 lvested just bavond Brasssre do,

* The hotel hze 2 self-parking garage with ne valet, Parlung iz not induded in the overnight rate

CHek Fiers for & brintable version of thess divectons

Start planning vour by 9F Bopuilas Sights & adbditions neai ol Barton Hotel,

sleek, Modern, Artistic Enter The Colonnade Boston Hotel and be transported to-am engaging reslm of style and design,
Following & spectaculsr $20 mitllion renovstion, we offer an exduzive address in the heart of fashionabla Back Bay, Book your
resardationz ot this Back Bsg hotel online today for prefared sates
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6.1 Entrance

&.1.1 Signage

Signs and svmbals are an impoiant espect of
merchandising service to identify the botel,
provide information and direct visttors (o the
various facilitics. At the same time, the graphic
design must subtly suggest the status and
character of the hotel in order to ereate and
reinforee customer cognition, confidence and
loyalty,

Signuge and grophic design must be consis-
FETILOT LALIIRIES, TR LR SIS LU, LR BLERLIA
design must subily supgesi the states and
character of the hotel in order 1o create and
reinforce customer cognition, confidence and
loyalty

Signage and graphsc design must be conss-
B AES AL PV B Sl UG LS Rk

design must subtly suggest the states and
character of the hotel in order to create and
reinforee. customer cognition, confidenve and
Toyalty.

Signage and graphac design must be consis-
TR VAL TR PR THE DU IS, L BRI
design must subtly suggest the status and
charactet of the hotel in order to create and
refnforce customer cognition, confidence and
lovaliy.

Signage and graphic design musi be consis-
character of the hoel in order o create and
reinforce customner cognition, confidence and
lowalty.

Signage mnd graphic design must be consis-
tent throughout the hotel and coordinated with
intenior design,

Rasirictions

* Sige, design and illumination of signs are
usually subject (o planning controls

#  Siting outside the curilage may be prohib-
ited,

& The highway authority may instal) standord
roadside signs

* Licensing registration and grading symbaols
need 1o be displayed ot the entrunce.

Ietairification

» Graphic symbals mav be incorporated in the
huilding facade

# The hotel name and msignia are usually
located at side of door or porte-cochére and
at the road entrance.

* Corporate siyling s also represented in
canopies.  flags  exterior  furnitere  and
uniforms

Direciions

 Clear dircctions to the puest entrance,
disabled sccess, function areas. recreation
club and service ureas

Mirmination

External  Jighting  improves  wvisibility and
merchandising, security and safery. Systems
include;

* [oodlighting and featunz fighting of build-
ings und gardens

* colonnade lighting of access roads. paths

merchandising, security and safcty, Systems

inclade;

* (londlighting and featun: fighting of build-
ings and gardens

. -:olnqnal.'lc lighting of access roads, paths

merchandising. security and safety. Systems

inclode:

*  foodighting and featun: Hghting of build-
ings and gardens
* polomnade lghting of nccess roads, paths,

mcmhﬁﬁdiiing, security and safery. Systems
inchude;

& foodhghting and featun: fighting of bwild-
ings and gardens

* colonnade lighting of access roads, paths,

& floodlighting and featurz lghting of build-
ings and gardens

*  colomnade lghting of access roods, paths,
parking

* direct or sell-llumination of signs

w  podi Hghting of entronces, windows, mnienomn.

#.1.2 Landscaping

Landscaping softens the unppearance of the
building. provides screening and shelter for car
parking and service arcas. and @n improved
outlook for public ureas and guestrooms. bo
larger sites the landscape plan encompasses
recreational attractions (pools, tennis courts,
goif courses, ¢1c ) as well as lawns and termaces
far extension of hotcl lunctions

Gienerally, the lundscape design prm"id::s a
balance of natural and planiied sreas with hard
pavings mnd features (water fountains, pools,
sculptures) to provide focuses of intorest.
Mature trees are osoally fetained in site devel-
opment.

The external londscaping s offen comple-
mented by indoor planted arrangements bring-
ing o mefreshing garden smbience into the
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To: Six Continents Hotels, Inc. (trademark@cll.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77713527 - 25837-221 DK
Sent: 5/6/2009 3:28:15 PM

Sent As: ECOM114@USPTO.GOV

Attachments:

IMPORTANT NOTICE
USPTO OFFICE ACTION HASISSUED ON 5/6/2009 FOR
APPLICATION SERIAL NO. 77713527

Please follow the instructions below to continue the prosecution of your application:

VIEW OFFICE ACTION: Click on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y & serial number=77713527& doc type=OO0Aé
(or copy and paste this URL into the address field of your browser), or visit
http://tmportal.uspto.gov/external/portal/tow and enter the application serial number to access
the Office action.

PLEASE NOTE: The Office action may not beimmediately available but will be viewable within 24
hours of this notification.

RESPONSE MAY BE REQUIRED: Y ou should carefully review the Office action to determine (1) if
aresponse is required; (2) how to respond; and (3) the applicable response time period. Y our response
deadline will be calculated from 5/6/2009.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as
the USPTO does NOT accept e-mailed responses. Instead, the USPTO recommends that you
respond online using the Trademark Electronic Application System response form at
http://www.uspto.gov/teas/eTEASpageD.htm.

HEL P: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov. Please contact the assigned examining attorney with questions about the Office
action.

WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

2. Failure to file any required response by the applicable deadline will result in
the ABANDONMENT of your application.
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http://www.uspto.gov/ebc/trademark/abandonment.htm



