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IN THE UNITED STATES DISTRICT COURT  
FOR THE NORTHERN DISTRICT OF NEW YORK 

  

CAR-FRESHNER CORPORATION 

and 

JULIUS SÄMANN LTD., 

                     Plaintiffs, 

 v. 

SUN CEDAR, INC., 
         Defendant. 

 

 

Civil Action No. 7:15-CV-1463 [TJM/TWD] 

Hon. Judge Therese Wiley Dancks 

 

 

JURY DEMANDED 

 
DEFENDANT’S ANSWER AND COUNTERCLAIMS 

 Defendant Sun Cedar, Inc. (hereinafter “Defendant” or “Sun Cedar”), by and through its 

undersigned counsel, as and for its Answer to Plaintiffs Car-Freshner Corporation and Julius 

Sӓmaan Ltd.’s (hereinafter “Plaintiffs” or “Car-Freshner”) Complaint, responds and states as 

follows:  

PRELIMINARY STATEMENT 

 Plaintiffs’ claims that not-for-profit Sun Cedar’s cedar tree shaped ornaments infringe 

Plaintiffs’ so-called “Tree Design”1 marks fail for several reasons.  Sun Cedar’s social mission of 

training and employing the at-risk population, including the homeless, substance-abusers and 

former felons, is its essential promotional message: 

                                                            
1 This term is used as Plaintiffs use it in their Complaint. 
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Sun Cedar uses an iconic cedar tree outline to describe the cedar wood and the cedar 

scent of its ornaments.  The only point of similarity between Sun Cedar’s cedar tree outline and 

Plaintiffs’ pine tree and block base outline is the unprotectable outline of tree branches. 

                   

Sun Cedar does not use any distinctive element that Plaintiffs could arguably claim as a mark 

(such as the saturated green field or block base in its Tree Design).  It is questionable whether 

Plaintiffs can assert rights in either a blank silhouette of a tree or a blank configuration of a pine 

tree, because Plaintiffs (1) chose the pine tree outline for functional reasons (to the point of 
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patenting the shape); and (2) have abandoned the blank silhouette registrations, as they do not 

use blank silhouettes as trademarks in commerce.  Finally, Sun Cedar’s $10, thick, wooden 

ornaments are sold on its website, through Kickstarter, and in “green” retail stores, as opposed to 

in the gas stations and car washes that sell Plaintiffs’ approximately $1.00 cardboard-thin 

cellulose car fresheners.  The two products never have and never will be offered for sale side by 

side in any retail setting. 

                

 Taking into account Plaintiffs’ distinctive yellow and red header card, the price 

differential, differing channels of trade, and the very different manner of emphasis in the 

promotional “look,” it is virtually impossible that customers of either brand would confuse the 

two products. 

Defendant Sun Cedar, Inc. 

 Sun Cedar is a not-for-profit based in Lawrence, Kansas, founded by Shine Adams in 

2014 to provide employment for the “at-risk” population he encountered, and social services at 
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the Lawrence Community Shelter. 

 Mr. Adams, a trained carpenter, built guitars as a sideline and had access to cedar wood 

scraps.  He developed, assisted by several clients of the shelter, a variety of designs carved out of 

cedar wood.  He eventually settled on a cedar tree design because it described the cedar wood, 

referred to the name of the company, and because, in comparison to many of the other designs, 

could be cut out of wood by an untrained employee using a scroll saw (no two ornaments are the 

same).   

 

Sun Cedar’s tree, shown on top of Plaintiffs’ product, is pictured above between sets of “cedar 

tree” icons available as free Clip Art to illustrate the archetypal rendering of cedar trees.  The 

trunk of Sun Cedar’s tree is realistic and does not share Plaintiffs’ rectangular block base.  The 

“Sun” signature appears on all tree ornaments. 

Sun Cedar began offering cedar wood ornaments in October 2014.  Many of its tree 

ornaments were provided as “prizes” for donations.  It added cedar coat hangers, potpourris and 

shoe boxes in June 2015, promoting cedar wood’s moth-proofing properties. 
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 Sun Cedar’s mission to train and employ is the pervasive theme of its promotional 

activity. Photos from its website and social media depict its employees creating its products: 

 

   

 

 

 

Sun Cedar’s trees are promoted as Christmas tree ornaments and artistic ornaments.  The 

trees are often used as decorative bases on which further ornamental designs are added: 

         

 When Plaintiffs protested Sun Cedar’s sale of its ornaments, Sun Cedar attempted to 

accommodate Plaintiffs by deleting any reference to cars in promotional materials and foregoing 

any future sales in the automotive channel used by Plaintiffs.  When Plaintiffs protested Sun 

Cedar’s use of representations of its designs in social media profile pictures, Sun Cedar removed 

such usages. 
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Consumers of air fresheners are accustomed to seeing shapes used to describe specific 

scents.  For example, pictured below is a display of air fresheners in the shape of cherries, 

strawberry, hibiscus, tropical flowers and “fresh blooms.”  

 

Additionally, despite Plaintiffs’ claims of exclusivity to depictions of trees in the scented 

product field, the consuming public is regularly exposed to depictions of tree shapes to describe 

tree-scented products: 
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It is fair to say that apart from scented products, consumers are inured to encountering tree-

shapes to signify products made of wood. 

Unable to allege any actual confusion or facts that suggest confusion, Plaintiffs rely on 

baseless accusations that Sun Cedar attempts to deceive the consumer into believing that Sun 

Cedar’s products originate from or are endorsed by Plaintiffs.  

ANSWER 

1. Defendant admits the allegations contained in Paragraph 1 of the Complaint to the 

extent that this is a lawsuit for alleged trademark infringement, false designation of origin, 

trademark dilution, and unfair competition.  Plaintiffs seek relief under the Lanham Act, 15 
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U.S.C. § 1051 et seq., New York General Business Law, and New York State common law.   

Defendant denies the allegations to the extent they imply or suggest any liability.  

2. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in the first sentence of Paragraph 2 of the Complaint, and 

therefore denies the same.  Defendant denies the allegations contained in the second sentence of 

Paragraph 2 of the Complaint.   It specifically denies that it has adopted any tree design as a 

trademark.  Defendant denies the allegations contained in the third sentence of Paragraph 2 of the 

Complaint.  Defendant lacks knowledge or information sufficient to form a belief as to the truth 

of the allegations contained in the fourth sentence of Paragraph 2 of the Complaint, and therefore 

denies the same.  Defendant denies all remaining allegations. 

PARTIES 

3. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 3 of the Complaint, and therefore denies the same. 

4. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 4 of the Complaint, and therefore denies the same. 

5. Defendant admits the allegations contained in Paragraph 5 of the Complaint. 

JURISDICTION AND VENUE 

6. Paragraph 6 of the Complaint contains legal conclusions to which no response is 

required, but to the extent a response is required, Defendant admits that this Court has subject 

matter jurisdiction.  

7. Paragraph 7 of the Complaint contains legal conclusions to which no response is 

required, but to the extent a response is required, Defendant denies that venue is proper in this 

district.  
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PLAINTIFFS’ BUSINESS AND TRADEMARKS 

8. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 8 of the Complaint, and therefore denies the same. 

9. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 9 of the Complaint, and therefore denies the same. 

10. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 10 of the Complaint, and therefore denies the 

same. 

11. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 11 of the Complaint, and therefore denies the 

same. 

12. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 12 of the Complaint, and therefore denies the 

same. 

13. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 13 of the Complaint, and therefore denies the 

same. 

14. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 14 of the Complaint, and therefore denies the 

same. 

15. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 15 of the Complaint, and therefore denies the 

same. 
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16. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 16 of the Complaint, and therefore denies the 

same. 

17. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 17 of the Complaint, and therefore denies the 

same. 

18. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in Paragraph 18 of the Complaint, and therefore denies the 

same. 

19. Defendant denies that it has committed any infringing or diluting acts.  Defendant 

lacks knowledge or information sufficient to form a belief as to the truth of the remaining 

allegations contained in Paragraph 19 of the Complaint, and therefore denies the same. 

20. Defendant denies the allegations contained in Paragraph 20 of the Complaint. 

21. Defendant admits that Julius Sämaan Ltd. is the record owner of the registrations 

contained in Paragraph 21 of the Complaint.  Defendant denies the remaining allegations 

contained in Paragraph 21 of the Complaint, and notes that the Tree Design registrations are not 

enforceable for the reasons discussed below. 

22. Defendant denies that the registration numbers contained in Paragraph 22 of the 

Complaint are incontestable, because registrations are always vulnerable to attack on grounds of 

functionality and abandonment, as is the case here.  

23. Paragraph 23 of the Complaint contains legal conclusions to which no response is 

required. 

24. Defendant denies the allegations contained in Paragraph 24 of the Complaint. 
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25. Defendant denies the allegations contained in Paragraph 25 of the Complaint. 

DEFENDANT’S ACTIVITIES 

26. Defendant admits that it manufactures, markets, promotes, advertises, distributes 

and sells cedar tree ornaments, such as the ones depicted in Paragraph 26 of the Complaint.  

Defendant denies the remaining allegations contained in Paragraph 26 of the Complaint. 

27. Defendant denies that its cedar tree ornaments are “[i]nfringing.”  Defendant 

admits the remaining allegations in Paragraph 27 of the Complaint. 

28. Defendant denies that its cedar tree ornaments are “[i]nfringing.”  Defendant 

admits that its cedar tree ornaments have been referred to as “air fresheners” and “hanging tree 

air fresheners,” and denies the remaining allegations contained in Paragraph 28 of the Complaint. 

29. Defendant admits that it sells t-shirts, such as the one depicted in Paragraph 29 of 

the Complaint.  Most t-shirts have been distributed as “prizes” for donations.  Defendant denies 

the remaining allegations contained in Paragraph 29 of the Complaint. 

30. Defendant denies the allegations contained in Paragraph 30 of the Complaint. 

31. Defendant admits that it promotes its cedar tree ornaments and other products via 

its website and through social media.  Defendant denies the remaining allegations contained in 

Paragraph 31 of the Complaint. 

32. Defendant admits that the images contained in Paragraph 32 of the Complaint 

depict previous versions of its social media profiles, but denies that the images are an accurate 

representation of its current social media profiles.  Defendant denies the remaining allegations 

contained in Paragraph 32 of the Complaint. 
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33. Defendant admits that the illustration is an accurate depiction of a prior version of 

Defendant’s home page.  Defendant denies the remaining allegations contained in Paragraph 33 

of the Complaint. 

34. Defendant denies the allegations in Paragraph 34 of the Complaint to the extent 

that the photograph referred to has been cropped by Plaintiffs so as to remove Mr. Adams from 

the photograph.  

35. Defendant denies the allegations contained in Paragraph 35 of the Complaint. 

36. Defendant admits that the image contained in Paragraph 36 of the Complaint 

reflects a portion of its social media profile as it existed at the time of the Complaint.  Defendant 

denies the remaining allegations in Paragraph 36 of the Complaint. 

37. Defendant denies the allegations contained in Paragraph 37 of the Complaint. 

38. Defendant admits that it has, in the past, posted images of its cedar tree ornaments 

hanging in a vehicle.  Defendant denies the remaining allegations contained in Paragraph 38 of 

the Complaint and notes that it no longer displays images of vehicles at this time nor does it 

promote automotive usages of its product. 

39. Defendant denies the allegations contained in Paragraph 39 of the Complaint as 

Plaintiffs have not accurately reproduced the referred to literature. 

40. Defendant denies that its cedar tree ornaments or other products are 

“[i]nfringing.”  Defendant admits the remaining allegations contained in Paragraph 40 of the 

Complaint.  

41. Defendant denies the allegations contained in Paragraph 41 of the Complaint.  

42. Defendant denies the allegations contained in Paragraph 42 of the Complaint.  

43. Defendant denies the allegations contained in Paragraph 43 of the Complaint.  
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44. Defendant denies the allegations contained in Paragraph 44 of the Complaint.  

45. Defendant denies the allegations contained in Paragraph 45 of the Complaint.  

46. Defendant denies the allegations contained in Paragraph 46 of the Complaint.  

47. Defendant denies the allegations contained in Paragraph 47 of the Complaint.  

48. Defendant denies the allegations contained in Paragraph 48 of the Complaint, but 

admits that Plaintiffs have had prior correspondence with Defendant asserting Plaintiffs’ alleged 

rights.  Defendant denies the remaining allegations contained in Paragraph 48 of the Complaint.  

It emphatically denies the allegation that it willfully disregarded Plaintiffs’ rights as Sun Cedar 

retained counsel specifically to respond to Plaintiffs’ asserted claims. 

49. Defendant denies that its cedar tree ornaments or other products are 

“[i]nfringing.”  Defendant admits the remaining allegations contained in Paragraph 49 of the 

Complaint.  

50. Defendant admits that it offers its products in the state of New York. Defendant 

denies the remaining allegations contained in Paragraph 50 of the Complaint.  

51. Defendant denies that its cedar tree ornaments or other products are 

“[i]nfringing.”  Defendant admits the remaining allegations contained in Paragraph 51 of the 

Complaint.  

52. Defendant denies the allegations contained in Paragraph 52 of the Complaint.  

COUNT I 
INFRINGEMENT OF A REGISTERED TRADEMARK (FEDERAL) 

53. Defendant repeats and incorporates herein by reference each and every response 

contained in Paragraphs 1 through 52, as though fully set forth herein. 

54. Defendant denies the allegations contained in Paragraph 54 of the Complaint.  

55. Defendant denies the allegations contained in Paragraph 55 of the Complaint.  
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56. Defendant denies the allegations contained in Paragraph 56 of the Complaint.  

57. Defendant denies the allegations contained in Paragraph 57 of the Complaint.  

COUNT II 
TRADEMARK INFRINGEMENT AND UNFAIR COMPETITION (FEDERAL) 

58. Defendant repeats and incorporates herein by reference each and every response 

contained in Paragraphs 1 through 57, as though fully set forth herein. 

59. Defendant denies the allegations contained in Paragraph 59 of the Complaint. 

60. Defendant denies the allegations contained in Paragraph 60 of the Complaint.  

61. Defendant denies the allegations contained in Paragraph 61 of the Complaint.  

62. Defendant denies the allegations contained in Paragraph 62 of the Complaint.  

COUNT III 
TRADEMARK DILUTION (FEDERAL) 

63. Defendant repeats and incorporates herein by reference each and every response 

contained in Paragraphs 1 through 62, as though fully set forth herein. 

64. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in the first sentence of Paragraph 64 of the Complaint, and 

therefore denies the same.  

65. Defendant denies the allegations contained in Paragraph 65 of the Complaint.  

66. Defendant denies the allegations contained in Paragraph 66 of the Complaint.  

67. Defendant denies the allegations contained in Paragraph 67 of the Complaint.  

68. Defendant denies the allegations contained in Paragraph 68 of the Complaint.  

COUNT IV 
NEW YORK STATE DILUTION 

69. Defendant repeats and incorporates herein by reference each and every response 

contained in Paragraphs 1 through 68, as though fully set forth herein. 
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70. Defendant lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations contained in the first sentence of Paragraph 70 of the Complaint, and 

therefore denies the same.  

71. Defendant denies the allegations contained in Paragraph 71 of the Complaint.  

72. Defendant denies the allegations contained in Paragraph 72 of the Complaint.  

73. Defendant denies the allegations contained in Paragraph 73 of the Complaint. 

COUNT V 
UNFAIR COMPETITION (COMMON LAW) 

74. Defendant repeats and incorporates herein by reference each and every response 

contained in Paragraphs 1 through 73, as though fully set forth herein. 

75. Defendant denies the allegations contained in Paragraph 75 of the Complaint.  

76. Defendant denies the allegations contained in Paragraph 76 of the Complaint.  

77. Defendant denies the allegations contained in Paragraph 77 of the Complaint.  

ANSWER TO PRAYER FOR RELIEF 

 Defendant denies that Plaintiffs are entitled to the judgment and relief prayed for in their 

Prayer for Relief. 

GENERAL DENIAL 

 Defendant denies each and every factual allegation in the Complaint that is not 

specifically admitted or otherwise addressed in the preceding Paragraphs and demands strict 

proof thereof. 

AFFIRMATIVE DEFENSES 

As and for its Affirmative Defenses, Defendant hereby alleges as follows:  

First Affirmative Defense 

Plaintiffs’ claims, in whole or in part, fail to state a claim for which relief may be granted. 
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Second Affirmative Defense 

Plaintiffs’ requested relief is barred, in whole or in part, by fair use.  

Third Affirmative Defense 

Plaintiffs’ requested relief is barred, in whole or in part, by the First Amendment. 

Fourth Affirmative Defense 

Plaintiffs’ claims, in whole or in part, are barred by the doctrines of laches, estoppel, 

acquiescence, and/or waiver. 

Fifth Affirmative Defense 

Plaintiffs’ claims, in whole or in part, are barred because, on information and belief, 

Plaintiffs have abandoned their rights in one or more marks through non-use. 

Sixth Affirmative Defense 

Plaintiffs’ claims, in whole or in part, are barred because one or more of Plaintiffs’ marks 

are invalid as aesthetically functional. 

Seventh Affirmative Defense 

Plaintiffs’ claims, in whole or in part, are barred because one or more of Plaintiffs’ marks 

are invalid as functional. 

Eighth Affirmative Defense 

Defendant Sun Cedar hereby gives notice that it intends to rely on such other and further 

defenses as may become available or apparent during discovery in this case, and it hereby 

reserves the right to amend its Answer to assert any such defenses. 
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COUNTERCLAIM FOR CANCELLATION OF REG. NO. 1,781,016  
(Abandonment) 

1. Defendant believes that it will be damaged by the continued registration of U.S. 

Reg. No. 1,781,016 (the “‘016 Reg.”) and hereby, as its counterclaim, petitions to cancel the 

same pursuant to Section 14 of the Lanham Act. 

2. Because Plaintiffs base their Complaint in part on the ‘016 Reg., Sun Cedar is 

being harmed by the continuing registration of the design mark under the ‘016 Reg.  

3. The ‘016 Reg. has the following drawing:   

 

4. The ‘016 Reg. describes the mark as “a configuration of the goods with which it is 

used.” 

5. The most recent specimen filed by Plaintiffs includes the following images: 

. 
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6. Any depiction of any mark in Paragraph 5 above has a different commercial 

impression from the drawing in the ‘016 Reg. 

7. Upon information and belief, Plaintiffs use no marks that have the same 

commercial impression as the drawing in the ‘016 Reg. 

8. Plaintiffs have abandoned the mark covered by the ‘016 Reg. 

COUNTERCLAIM FOR CANCELLATION OF REG NO. 1,791,233  
(Abandonment)  

9. Defendant incorporates by reference the allegations of Paragraphs 1-8. 

10. Defendant believes that it will be damaged by the continued registration of U.S. 

Reg. No. 1,791,233 (the “‘233 Reg.”) and hereby, as its counterclaim, petitions to cancel the 

same pursuant to Section 14 of the Lanham Act. 

11. Because Plaintiffs base their Complaint in part on the ‘233 Reg., Sun Cedar is 

being harmed by the continuing registration of the design mark under the ‘233 Reg. 

12. The ‘233 Reg. has the following drawing: 

 

13. The ‘233 Reg. describes the mark as “a configuration of the good with which it is 

used.” 

 

  

Case 7:15-cv-01463-TJM-TWD   Document 42   Filed 08/19/16   Page 18 of 27



 

{08174/609373-000/01551906.2}  19 

14. The most recent specimen filed by Plaintiffs includes the following images:   

. 

15. Any depiction of any mark in Paragraph 14 above has a different commercial 

impression from the drawing in the ‘233 Reg. 

16. Upon information and belief, Plaintiffs use no marks that have the same 

commercial impression as the drawing in the ‘233 Reg. 

17. Plaintiffs have abandoned the mark covered by the ‘233 Reg. 

COUNTERCLAIM FOR CANCELLATION OF REG. NO. 1,726,888  
(Abandonment)  

18. Defendant incorporates by reference the allegations of Paragraphs 1-17. 

19. Defendant believes that it will be damaged by the continued registration of U.S. 

Reg. No. 1,726,888 (the “‘888 Reg.”) and hereby, as its counterclaim, petitions to cancel the 

same pursuant to Section 14 of the Lanham Act. 

20. Because Plaintiffs base their Complaint in part on the ‘888 Reg., Sun Cedar is 

being harmed by the continuing registration of the design mark under the ‘888 Reg.  
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21. The ‘888 Reg. has the following drawing: 

 

22. The USPTO TESS and TSDR databases and the registration certificate do not 

appear to show a description for the mark covered by the ‘888 Reg. 

23. The most recent specimen filed by Plaintiffs includes the following image:   

 

24. Any depiction of any mark in Paragraph 23 above has a different commercial 

impression from the drawing in the ‘888 Reg. 

25. Upon information and belief, Plaintiffs use no marks that have the same 

commercial impression as the drawing in the ‘888 Reg. 

26. Plaintiffs have abandoned the mark covered by the ‘888 Reg. 

COUNTERCLAIM FOR CANCELLATION OF REG. NO. 4,592,854  
(Abandonment)  

27. Defendant incorporates by reference the allegations of Paragraphs 1-26. 
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28. Defendant believes that it will be damaged by the continued registration of U.S. 

Reg. No. 4,592,854 (the “‘854 Reg.”) and hereby, as its counterclaim, petitions to cancel the 

same pursuant to Section 14 of the Lanham Act. 

29. Because Plaintiffs base their Complaint in part on the ‘854 Reg., Sun Cedar is 

being harmed by the continuing registration of the design mark under the ‘854 Reg. 

30. The ‘854 Reg. has the following drawing: 

 

31. The ‘854 Reg. describes the mark as the silhouette of a tree design. 

32. The most recent specimen filed by Plaintiffs includes the following images:     

. 

33. Any depiction of any mark in Paragraph 32 above has a different commercial 

impression from the drawing in the ‘854 Reg. 

34. Upon information and belief, Plaintiffs use no marks that have the same 

commercial impression as the drawing in the ‘854 Reg. 

35. Plaintiffs have abandoned the mark covered by the ‘854 Reg. 

CANCELLATION OF REG. NOS. 719,498; 1,781,016; 1,791,233; 1,726,888;  
2,741,364; 4,096,100 and 4,592,854 ON THE GROUND OF FUNCTIONALITY 

36. Defendant incorporates by reference the allegations of Paragraphs 1-35. 
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37. The conical shape of Plaintiffs’ tree design, the placement of the branches, and 

rectangular block base all serve functions essential to the use and display of the product, namely: 

(1) the conical shape and branches allow for gradual dispersal of the fragrance in the freshener 

product, according to a sequential diagram printed on the back of the package, and (2) the 

rectangular block base allows for efficient display on Plaintiffs’ “strip display,” a device used at 

retail stores to display a variety of scented fresheners in a space-efficient manner. 

38. Julius Sämann is the owner of record of the now expired United States Patent No. 

3,065,915 (the “’915 Patent,” attached as Exhibit A) entitled “Container For Volatile 

Substances.”  The subject of the ’915 Patent is a system for incrementally removing a tree-

shaped air freshener from the packaging over time such that the rate of the scent released is 

controlled.  Specifically, the ’915 Patent claims packaging comprising, among other things, the 

following: 

(1) a flat absorbent body with a point at the top and an outline which flares outward 
toward the bottom; and 

(2) a system of markings on the body of the air freshener that can align with indicia on 
the envelope to permit incremental adjustment as the body is progressively moved 
out of the top of the envelope and exposed to the atmosphere, allowing the scent to 
be released. 

39. Drawings for the ’915 Patent include: 
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40. The ’915 Patent was filed on January 8, 1959, issued on November 27, 1962, and 

has been expired for over 30 years.  

41. Upon information and belief, Plaintiffs’ claimed Tree Design marks resemble the 

drawing and description in the ’915 Patent in that both are conical in shape, featuring tree 

branches with rounded edges, resembling a pine tree, and having a block base.     

42. Plaintiffs’ product features the following diagram on the back of its packaging: 

 

 

 

 

 

 

 

 

 

 

43. Upon information and belief, this diagram illustrates the system claimed by the 

’915 Patent.  Specifically, the diagram consists of seven images, each showing the body of the 

air freshener in different stages of removal from the cellophane package over a seven week 

period.  A notch is cut in the center of the cellophane.  The first week, the packaging is pulled 

down to the first branch and only the top of the tree is exposed.  The second week, the packaging 

is pulled down to the second branch, exposing more of the tree, and the cellophane is tucked 
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under the corresponding branches.  This continues until the seventh week, when the tree is 

removed completely from the packaging.  

44. Third party media, such as Cars.com and a certified Toyota dealership, have cited 

to the diagram and reported successfully utilizing the conical tree shape so as to employ the 

seven week system, thus proving the functional nature of the tree shape.  See Exhs. B and C 

attached hereto.  

45. In short, upon information and belief, the shape of the Tree Design is essential to 

the use or purpose of the article for which it is registered, namely air fresheners.  As such, the 

Tree Design is functional and is not entitled to registration, pursuant to Section 14(3) of the 

Lanham Act, 15 U.S.C. § 1064(3).  

46. The block base of the Tree Design is functional as well.  Upon information and 

belief, Plaintiffs promote their products using a strip display as depicted below: 

 

47. As previously discussed in cases involving Plaintiffs, strip displays allow for “the 

maximum number of products in an efficient small size.”  Car-Freshner Corp. v. D & J 
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Distributing and Mfg., Inc., No. 14-CV-391 PKC, 2015 WL 3385683, at *6 (S.D.N.Y. May 26, 

2015) (internal quotations omitted). 

48. The block base allows for the efficient display of scent names in a strip display: 

 

49. In summary, upon information and belief, the shape of the Tree Design is 

essential to uses or purposes of the article for which it is registered, namely air fresheners.  As 

such, the Tree Design is functional and is not entitled to registration, pursuant to Section 14(3) of 

the Lanham Act, 15 U.S.C. § 1064(3). 

DECLARATORY JUDGMENT THAT THERE ARE NO  
ENFORCEABLE RIGHTS IN PLAINTIFFS’ TREE DESIGN 

50. Defendant incorporates by reference the allegations of Paragraphs 1-49. 

51. Plaintiffs do not have any enforceable right in the Tree Design, by statute or at 

common law. 

52. Plaintiffs’ Tree Design is unenforceable for one or more of the following reasons: 

descriptiveness, functionality, or abandonment.  
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53. Accordingly, Plaintiffs are not entitled to any rights in the registrations identified 

in the Complaint or any other rights at common law in the Tree Design. 

RELIEF REQUESTED 

WHEREFORE, Defendant prays for the following relief:  

A. Dismissal of the Complaint with prejudice;  

B. An award to Defendant of its costs in this action including its reasonable 

attorneys’ fees; and  

C. Such other and further relief as the Court may deem just and proper. 

Dated: August 19, 2016 
 White Plains, NY 
      Respectfully submitted, 

 

 _____________________________ 
      Martin B. Schwimmer     
      LEASON ELLIS LLP     
      One Barker Avenue, Fifth Floor   
       White Plains, New York 10601 

 Phone: (914) 288-0022 
 Facsimile: (914) 288-0023 
 Email: schwimmer@leasonellis.com  
 

      Attorney for Defendant 
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CERTIFICATE OF SERVICE 

I hereby certify that a true copy of Defendant’s Answer and Counterclaims was served 

upon the attorney of record for each other party by CM/ECF and first class mail on August 19, 

2016 at the below addresses:  

Eric J. Shimanoff  
Cowan, Liebowitz & Latman, P.C.  
114 West 47th Street, 21st Floor 
New York, NY 10036-1525  
Email: ejs@cll.com 
 
Ashley D. Hayes  
Hancock, Estabrook Law Firm  
100 Madison Street, Suite 1500  
Syracuse, NY 13202  
Email: ahayes@hancocklaw.com 
 

 

 _____________________________ 
      Martin B. Schwimmer     
      LEASON ELLIS LLP     
      One Barker Avenue, Fifth Floor   
       White Plains, New York 10601 

 Phone: (914) 288-0022 
 Facsimile: (914) 288-0023 
 Email: schwimmer@leasonellis.com  
 

      Attorney for Defendant 
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EXHIBIT A 
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EXHIBIT B 
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EXHIBIT C 
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